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Agenda

> Madrid Protocol from the
Viewpoint ofi JP Trademark
Attorney

> Recent Changes in JP
Trademark Law

» Geographic Indication Protection




CHANGE in Numbers of Appl'n
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CHANGE Iin Numbers of Appl'n

Desi gnated Co untry
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The Top 7 Designated Countries (2004)
(JP > Other countries)
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The Top 7 Nationalities (2004)
(Other countries - JP
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Applications (from
Japan)

Designated Classes

(frem Japan)

Designated
Countries

Applications (to
Japan)

Designated Classes
(to Japan)




|ls Madrid Protocol Useful?

> Advantages

» One Effective Date - Easy to
administrate

o Less Expensive etc...

> Disadvantages
o Central Attack etc...




Advantage or Disadvantage?

e Madrid Protocol Route

|dentification — Requested
of G/S GI/S

e Paris Convention Route

|dentification of Requesed
G/S G/S




Disadvantage to USA - Identical/ Narrower

Skirts (Class 25) Clothing (Class 25)
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Advantage to JP — Fixable

Clothing (Class 25) Skirts (Class 25)
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Advantages to Madrid Protocol
- Warnings for Paris Convention

> Language IssucB D Bkeeck the Accuracy

US: Computer software, namely, an application
allowing sales and field service employees to
update and receive data stored in an
enterprise's computer databases in real time,
using a mobile device, with full telephony
Integration with the telephone and/or software
features of the mobile device.

JP: Electronic
machines and instruments and their parts
and fittings




(Cont’d)

e Multiple meanings
Eg. Sign = Road sign? Nameplate?

Eg. Confections =» Sweets? ? ?
Services/Goods that do not exist in Japan

Eg. Pension System

Eg. educational testing, namely providing
standarized tests and skills assessment and testing
to determine employment skills, and employer
needs analysis; testing, analysis and evaluation of
the goods and services of others for the purpose of
certification (class 42)




Advantages to Madrid Protocol

»>[Double Standard in JPO
between
o« Paris Convention Route
o Vladrid Protocol Route




Advantages? — When Home
registration Is broad

> Broad scope of protection

> [0 other countries, such as USA >
USPTO definitely iIssues OA

e |00 broad, indefinite etc...

> Greater chance of being cited for
ikelihood of confusion

> Greater chance of being abandoned
for non use portion




Review

> Advantages (other than general advantages)
o Language Issues
» [ he scope ofi designated goods

Yes, to Japanese,
No, to American
» Double Standard by the JPO




Recent Change in JP TM

> Geographic Indication at local level
> Sort of Collective /Certification mark

> Purpose: To protect local industry.




Examples
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e HOW MUCH IS

2797

THIS

rce: Yubari city government’s web site




Examples




Examples

Source: JA Matsuzaka’s web site

e WHAT IS THIS?
e HOW MUCH IS THIS???




Reguirement

o Well known — No Secondary Meaning

throughout the country required - good
enough to be known at least in a local area

o Has to be "GI” + “"Goods/Services”

o \Word Mark Only, No Desiar iviark

. Can be filed by only Industrial business

corporative association and other
associlations established under the special law




Registrable in the US?

e Effective April 1, 2006

e Registrable in the US?

e Any Problems?




Questions?




TThank yout!

Tomoko Nakajima

JP Trademark and Patent Attorney,
US Patent Agent (Limited Recognition)
202-822-1117 tnakalima@WHDApatentlaw.com
nakajima@MIYOSHIpat.co.|p




