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{ Traditional spectrum of trademark distinctiveness
z Generic 

{ Generic marks may never be protected. 
{ Under the “Primary Significance Test,” a generic mark 

can be protected if its primary significance in the 
minds of the consuming public has become a single 
specific source of goods and/or services, rather than 
the goods and/or services themselves.

z Descriptive 
{ Protectable upon a showing of acquired 

distinctiveness (secondary meaning).
z Suggestive
z Arbitrary or Fanciful
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{ Interstate Net Bank v. NetBank, Inc., 221 F. Supp. 
2d 513 (D.N.J. 2002)

{ In 1995, Defendant obtained U.S. Reg. No. 1913750 for 
NETBANK for “electronic payment services featuring a 
system of electronic money coupons that are exchanged 
by means of an on-line computer service.” The mark 
became incontestable in 2000. 

{ In 1999 and 2000, Plaintiff filed two ITU trademark 
applications for INTERSTATE NET BANK.

{ Defendant sent cease and desist letter to Plaintiff. 
{ Plaintiff filed action seeking declaratory judgment of non-

infringement and invalidity.
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{ Interstate Net Bank v. NetBank, Inc., 221 F. Supp. 2d 

513 (D.N.J. 2002)
{ District court noted that there was a strong presumption 

that the registered mark was not generic. However, the 
presumption was limited to the services described in 
registration, namely electronic payment services, and not 
online banking.  

{ Court rejected the defendant’s argument that the scope of 
protection should extend to online banking because these 
services are within a natural zone of expansion. 

{ Court applied the “primary significance” test to conclude 
that the NETBANK mark was generic for internet banking 
services.  The Court noted that the term “NETBANK” did 
not appear in a dictionary, however, it appeared in several 
trade publications as a generic term for an internet based 
bank. 

{ Court held that NETBANK was generic for online banking, 
but refused to cancel registration for electronic payment 
services. 
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{ Microsoft Corp. v. Lindows.com
{ Procedural posture

z In 2002, Microsoft brought action against Lindows.com 
for trademark infringement alleging that LINDOWS 
infringed Microsoft’s rights in its WINDOWS trademark. 

z In the same year, Microsoft sought a Preliminary 
Injunction, which was denied by the District Court. 

z In 2004, shortly before trial, the District Court ruled 
that the jury would be instructed that the relevant 
period for determining whether a mark is generic is 
the time of adoption, not present day, and that the 
jury would not be instructed to apply the “primary 
significance test.”
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Excerpt from 2002 Order Denying Preliminary Injunction:
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{ District Court’s Jury Instruction Ruling –

{ “Jury hearing action for infringement of plaintiff's "Windows" 
trademark for computer operating system software and 
related products will be instructed that proper time period to 
be considered in determining whether mark is generic is 
period before first version of plaintiff's product entered 
marketplace in November 1985, and federal district court will 
not instruct jury that, even if "Windows" was generic prior to 
November 1985, mark is nonetheless valid today if primary 
significance of term at present is not generic; forgoing 
declaration is certified for interlocutory appeal pursuant to 28
U.S.C. §1292(b), since it involves controlling question of law 
as to which there is substantial ground for difference of 
opinion, and since immediate appeal may materially advance 
ultimate outcome and/or termination of litigation.”

{ The Ninth Circuit Court of Appeals declined to hear the 
interlocutory appeal.
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•Result: 20 million dollar settlement
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{ USPTO Practice

z Top level domains (.com, .biz, .edu)
{ Do not indicate source. Addition of TLD such as “.com” to 

otherwise non-registrable word does not make the 
combination registrable. TMEP 1209.03(m)

{ See In re CyberFinancial.Net, Inc., 65 USPQ2d 1789, 1792 
(TTAB 2002) (refusing registration to BONDS.COM; In re 
Martin Container, 65 USPQ2d at 1061 (refusing registration to 
CONTAINER.COM). 

z E-
{ Continental Airlines Inc. v. United Airlines Inc., 53 USPQ2d 

1385 (TTAB 1999) (E-TICKET generic for computerized 
reservation and ticketing of transportation services).

{ E*Trade registered.
{ E-Loan registered, under 2(f) acquired distinctiveness. 

z Web
{ In re Web Communications, 49 USPQ2d 1478 (TTAB 1998) 

(WEB COMMUNICATIONS generic for consulting services to 
businesses seeking to establish sites on a global computer 
network).
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{ Word Mark INTERNET
{ Goods and Services
{ IC 038. US 104. G & S: COMMUNICATION SERVICES, 

NAMELY, PROVIDING ELECTRONIC DATA TRANSMISSION 
SERVICES IN THE ELECTRONIC BANKING FIELD AND RETAIL  
MARKETING FIELD. FIRST USE: 19840723. FIRST USE IN 
COMMERCE: 19840723

{ Filing Date May 19, 1989
{ Registration Number 1576857
{ Registration Date January 9, 1990
{ Owner (REGISTRANT) INTERNET, INC. CORPORATION 

DELAWARE 11800 SUNRISE VALLEY DRIVE RESTON 
VIRGINIA 22090
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{ Word Mark INTERNET
{ Goods and Services
{ IC 009. US 026. G & S: Hand-Held Computer Terminals. 

FIRST USE: 19820503. FIRST USE IN COMMERCE: 
19820503

{ Registration Number 1274148
{ Registration Date April 17, 1984
{ Owner (REGISTRANT) InterNet Corporation 

CORPORATION CALIFORNIA 244 California St. San 
Francisco CALIFORNIA 94111 (LAST LISTED OWNER) 
BARZOBARZO, PETER INDIVIDUAL ASSIGNEE OF 
UNITED STATES
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•Pending and Registered Marks Containing “INTERNET”: 
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{ LINUX trademark dispute
z William R. Della Croce, Jr of Massachusetts obtained a 

U.S. registration for the mark LINUX, claiming he had 
made the first use of the mark in 1994. 

z Manufacturers such as Yggdrasil of San Jose, CA (first 
maker of a Linux distribution on CD) applied to 
register LINUX BIBLE in 1995.

z Mr. Della Croce sent demand letters to Yggdrasil and 
others. 

z A petition to cancel Mr. Della Croce’s registration was 
filed, which resulted in the registration being 
transferred to Linus Torvalds, the inventor of LINUX. 
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{ Conclusions
z USPTO and Courts will generally

{ Construe existing registration narrowly to 
preserve validity (NETBANK, INTERNET)

{ Refuse registration to “genericword.com”
applications, without considering evidence of 
secondary meaning (BONDS.COM, 
CONTAINER.COM)

{ Treat designations such as E- and WEB as 
having weak trademark distinctiveness (E-
TICKETS, WEB COMMUNICATIONS)

{ Respect licensing efforts such as for LINUX
z Windows v. Lindows case a fluke?


