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My Question...

Especially as to Infermation Technology area in Japan,
there are rapid changes in distinctiveness of
trademarks.

For example, a trademark registered three years ago Is
losing distinctiveness and becoming generic this year.

In such a case, It Is sometimes difficult to determine
whether a third party’'s use Is fair or not, that is, whether
pe trademark js completely geperic ornot gt presep

1) Qn'forr*]ng 2 traclemark rignt, is inere any similar
oroplern in tne United States?
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Situation In Japan

The following slide Nos. 4 — 8 explain
the situation In Japan
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Trademark Law § 46

= [rial for Invalidation of trademark
registration

It Is possible to invalidate a trademark
registration where the mark had already
lost distinctliveness at tne ime of
redistratior, witnin five years frorm
reglsiraiion.
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However...

= |t is not possible to invalidate a trademark registration
after the five years passed, in principle under TL847,
even If the mark without distinctiveness was
erroneously registered.

= And further, it is not possible to invalidate or cancel a
trademark registration if the mark lost distinctiveness
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Trademark Law § 26

= Limits of Trademark Rights

(1) The effects of the trademark right shall not
extent to the following trademarks (including
those which constitute part of other

trademarks)

() trademarks Indicating, in a common way, the

common name, origin, place of sale, quality,
[Tel0)E
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rmetnod c or tirne of ranufaciuring or Using ine
designated goods. ..
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The problem is...

= 8§76 consideration (in'a common way or

not, trademark use or not) is sometimes
difficult.

= WWhen a trademark owner takes an action,
It IS not possible to invalidate or cancel
e treidermnard regIsiraton, out only

0ossiple 1o Insist thal it s falr Use,
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Another problem is...

= |[n Japan, there Is no system of disclaim,
that Is, It IS sometimes difficult to decide
which part Is distinctive In a registered
mark, and there Is a possibility that a
trademark owner takes an action based
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Sample Registrations
In Japan

The following slide Nos. 10 — 14 are
for your information.
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Sample Registrations
Cl.9: Computers etc.

(registered 1987)
(registered 1989

(registered 2003)

SE0ISIrantapPPears A person relaiing 1o

~

Japen Linuse Assoclation,
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Sample Registrations

Cl.9: Computers etc.
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Sample Registrations

Cl. 9: Computers etc. Cl.42: Computer
related services
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Sample Registrations

o Medicine o Music related X rejected)
goods
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Sample Registrations

o Advertisement X Recruiting woman

o Cormpuier relaied servic

MESSAGE
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